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IN THE COURT OF ApPEAL.

Before 'THE J\lIASTER OF THE ROLLS and LORDS JUSTICES LOPES and KAY.

November 8th and 14th, and December 9th, 1895.

THIERRY v. RIEKMANN.

5 Paten,t.-Action for infrinqemeni-s-Nouel combination.-s-Subject-matter.:-:
Invention.-Alleged anticipation.c-Fuaictions of Court of Appeal when invention
is found by Court below.

This teas an action for infrinqement of a patent for an eyelet for bouts, &lc.,
made of metal, and coated both above and below the flanqe urith. celluloid so as to

10 provide a permanent facing for the eyelet, iohicli might be of any desired colour.
The Defendant denied infringement, and alleged that the Plaintiffs' invention
ioas anticipated, or that, having regard to the state of knowledge at the time of
the patent, there ioas no subject-matter in the Plai-ntiffs' combination. lnfringe
ment was admitted at the trial. In the anticipations relied on by the Defendant,

15 lacing-hooks were shown coated with celluloid, and also an eyelet coated on one
side , but no sucb eyelet as the Plaintiffs' had been produced on the market.
There toas, however, a demand for an eyelet which uiould stand uiear, The
Plaintiff» experimented for six years before arriuinq at their invention.

Held, at the trial, that the Plaintiffs' combination uias n-ew; that it ioas
20 admittedly useful, which afforded a presumption. of novelty and i1~genu~ty; that,

to constitute anticipation, the essential part of the invention must befound in
the anticipation; and that the anticipations did not shoio, or lead to, the
particular combination of the Plaintiffs.

The Defendant appealed.
25 Held, on appeal, that the decision of the Court beloui ought to be upheld, and

the appeal ioas dismissed.
On th.e 24th of October 1891, a patent (No. 18,331 of 1891) was granted to

Jules Alphonse Thierry and Alfred Leon Thierry for an invention of "An
" improvement in eyelets."

30 The Complete Specification was as follows :-
" The eyelets employed for the lacing of boots, corsets and other articles of

" dress, and also in various articles of stationery and ornament, being made of
" metal, have to be varnished, japanned or otherwise coated' so that the face of
" the eyelet may present some desired colour or appearance; but such coating

35 "is apt to become rubbed or broken off, so that the metal itself or part of it is
" presented often with a patchy and objectionable appearance. The object of
" our invention is to provide a permanent facing for the flange of an eyelet,
" this facing being of any desired colour and giving a neat finish to the. eyelet.
" For this purpose, instead of varnishing or otherwise treating the surface of

4:0 "the metal, we fix on the flange, which is the visible part of the eyelet,. a
" casing of celluloid or similar material such as xylonite which may be of .any
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" desired colour, and which is moulded so as to present a neat rounded facing
" of the flange.

" The accompanying drawing is a magnified section of an eyelet with its
"flange encased with celluloid according to our invention. E is the tubular
"stem or body of the eyelet, F its flange encased with celluloid C, which, 5
"as shewn in the drawing, not only covers the face of the flange, but also
" extends round its edge and forms a layer under it, so that it is firmly held
" upon the flange and cannot be separated from it without actual fracture.

" This encasing of the flange with the celluloid may be effected in various ways,
" which we do not claim as of our invention, but which we may describe in order to 10
" enable our invention to be carried out in practice. One way is to prepare for each
~' eyelet a cupped washer of celluloid, to soften this by heat or by immersing it
" for some time in spirit, to insert the eyelet flange into the cup, and then by
" means of a suitable die to turn inwards the upwardly projecting lip of the
" cup and fold it over the flange, moulding it by the pressure of the die to the 15
" desired rounded form. Or the cup may be applied in an inverted position, its
" projecting lip being turned inwards and under the flange. According to
" another method, we employ two layers of sheet celluloid, the one layer under
'" and the other over the fla~ge both somewhat wider than the flange. Those
"surfaces of the two sheets which come next the flange being served with 20
" cement or being partly dissolved by application of a solvent such as acetone
" or acetic ether, the whole preferably while heated is subjected to pressure
'" between suitable dies, whereby the celluloid is caused to adhere to the flange
" on both sides of it and the edges of the two pieces of celluloid beyond the
" flange to adhere together joining as if they formed one piece. This operation 25
" may be performed on a number of eyelets at a time. A lower die or block
" has drilled in it a number of holes fitting the stems of the eyelets, On this
" die is placed the lower sheet of celluloid perforated with holes, one over
" each hole of the die and having its upper surface partly dissolved or served
" with cement. Eyelets being then placed in these holes, the upper sheet of 30
" celluloid having its under surface prepared for cementing, is placed over the
" whole and is pressed down by an upper die so as to cause firm adhesion of
" the two sheets with the flanges of all the eyelets enclosed between them.
,. When the cement has set, the combined sheet consisting of the two sheets
" and the eyelets, is removed from the dies and the celluloid casing of each 35
"eJelet is separated from the sheet and has a hole made through it either by
" punching or preferably by revolving cutters. According to a third method,
" we employ a lower die or block having a number of holes drilled in it and in
" each of these we place the stem of an eyelet the flange of which, owing- to its
" rounded junction to the stem, stands a little above the face of the die. In 40
" each eyelet we also place a pin the flat top of which stands up to about the
" level of the flange. On the die thus charged we place a sheet of celluloid
" softened by heat or by its immersion in spirit, and above this a thick block of
" vulcanised caoutchouc on the top of which bears the follower of a screw or
" other suitable press. We enclose the block of caoutchouc within a casing to 45
" prevent it from spreading out laterally, and applying pressure to it we cause
" the softened celluloid under it to be squeezed not only on to the faces of the
" eyelet flanges but also under the flanges so as to occupy the narrow space

_~" between these flanges and the face of the die. -
" After the celluloid is set, we remove the sheet having the flanges of the 50

-"eyelets imbedded in its substance and we then, either by punching, or
, " preferably by revolving cutters, perforate the celluloid with holes one for
" each eyelet and separate each encased flange from the sheet. Having now
" particularly described and ascertained the nature of our said invention and in

," what manner the same is to be performed, we declare that w-hat we claim is:- 55
" A metal eyelet having its flange imbedded in celluloid or like material}

"furming a facing layer over the flange and a fixing layer under the flange,
-" substantially as described." ~
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The following shows (but does not reproduce in toto) the drawing attached
to this Specification.

On the 10th of November 1894, the Patentees commenced an action for
infringement of this patent against Adolph Riekmann, who carried on business

5 at 59, Knightrider Street, London, as agent for the Fast Colour Eyelet Oompany,
of Springfield, Mass ., U.S.A., claiming an injunction to restrain the Defendant
from selling eyelets manufactured in infringement of the Plaintiffs' patent,
an account of profits, and delivery up of all infringing eyelets. .

The Particulars of Breaches complained of were that the Defendant had
10 infringed by making, using, and selling, or offering for sale, at 5~, Knightrider

Street and elsewhere, ey el ets made in the manner described in the Plaintiffs'
Specification, and that the Defendant had admit ted that he was making and
selling eyelets made in the manner described in the Plaintiffs' Specification, in
a letter written by the Defendant on November 7th, 1894, and sent to the

15 Plaintiffs.
The Defendant denied infringement and that the Plaintiffs were the true

and first inventors, and he all eged that the patent was not valid or of any
effect.

The Particulars of Objections, as amended, were as follows :- (1) That the
20 Specification was insufficient. (2) That the alleged invention was not new, but

had been previously published by (a) W. H. Smidt's Specification, No . 16,238
of 1889; (b) W . H. Smidt's Specification, No. 13,402 of 1890; (c) J. L. Joyce's
Specification, No . 259,867 of 1882 (American); (d) W. H. Smidt's Specification,
No. 413,099 of 1889 (American).

25 Joyce's Specification of 1882, so far as material, was as follows :-
" This invention relates to an improvement in the studs which are attached

" to shoes and around which the lacing is drawn as a substitute for the old
" style eyelets. Usually these studs have been made from metal and coated
" with japan that are exposed to hard wear and very soon the japan wears away

30 "and the metal appears, detracting materially from the neat and finished
" appearance which these studs would otherwise give to the shoes. The object
" of my invention is to construct the stud with a non-metallic head and which
" itself gives the requisite colour for the stud, and whereby the usual wear
" upon the studs does not deface them, and it consists in a metal shank body

35 "and back combined with a head of plastic material closed over the edges of
" the back whereby it is secured to the back."

Smidt's Specification of 1889 was, so far as material, as follows :-
" The invention relates to the manufacture of lacing hooks and lacing eyelets

" for shoes, and it consists of the method of protecting the hook and its shank
40 "against wear, and the invention further consists in a lacing hook or lacing

" eyelets for shoes, having its parts most exposed to wear covered by a protective
" covering of a pyroxyline or celluloid compound or their equivalent. Prior to
" my invention it has been customary either to dip the lacing hooks or eyelets
" for shoes in rubber, or japan the same, but it is a well-known fact that either

45 "covering or coating is not a durable one, the rubber or japan rapidly wearing
"away and leaving exposed the unsightly brass hook or eyelet. The object of
" my invention is to avoid this by providing those parts most exposed to view
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,~ with a durable covering, and to this end I preferably use a pyroxyline or
" cellulose compound as these can be applied while in a plastic state and firmly
" unite to the metal of the hook or eyelet and afterwards hardened and if
10' desired polished. One method is shewn in Figures 1 and 2, which shew a
"lacing hook by a sectional elevari on respectively. A indicates the hook :>
" proper; a its shank, and C, the eyelet for securing the hook to the shoe,
" said parts being of usual construction, except that the hook and its shank are
" covered with a pyroxyline" or equivalent composition B, which may be applied,
"while in a plastic state, in successive layers, the hook portion, A, being
" completely enveloped by the composition and serves as a binder to the 10
" covering of the shank a, which shank is preferably covered on the outside only.
"The underside of the hook portion A, is perfectly straight so as to permit of
" the application of the proper tool to forrn the eyelet thereon in the usual
" manner, so that the said eyelet or upset portion, a2, will project above the
" hook, A, which is then covered with the pyroxyline or cellulose composition 15
" to completely envelope the hook, A, the eyelet a 2 , and then subjected to
" pressure, whereby the eyelet will be upset in the composition, as shewn in
"Figure 2A, and being firmly embedded therein form a secure anchorage
" of the enveloping material and binding the same more firmly to the hook."

'I'he action came on for trial before Charles, J., without a jury. Infringement 20
was not contested by the Defendant, but the validity of the Plaintiffs' patent
was. The Judge held the patent valid and gave judgment for the Plaintiffs.f

The Defendant appealed and was represented by Moulton, Q.C., and
J. O. Graharn (instructed by Lauirence, Waldron, and Webster) ; Bousfield, Q.C.,
and Roger Wallace (instructed by Faithfull and Otoeri) appeared for the 25
Plaintiffs.

THE MASTER OF THE ROLLS.-This was a patent case tried before Mr.
Justice Charles. It was a patent for the mode of covering certain buttons
which are used in boots, and which are used with paper and other matters.
That there was a palpable infringement by the Defendant of the Plaintiffs' 30
patent cannot be denied; but the Defendant, under those circumstances, took
the ordinary course of saying, "Yes, I infringed the Plaintiffs' patent, but the
" patent was worth nothing, and the patent also was not new."

Now, the learned Judge tried the case without a jury, and the first question
which he had to determine, under those circumstances, was whether this 35
patent of the Plaintiffs' had been anticipated. If the question of anticipation
depends solely upon the terms of a preceding Specification, that is a
matter of construction for the Judge; and if the Judge were to construe the
two patents as having precisely the same legal effect, there would be no other
question of fact to try : and if he were trying it with a jury, I should say that he 40
would direct the jury to find that the patent had been anticipated; but if there
are other circumstances to be brought in with regard to the question of
anticipation, then that must go to the jury. It is always a question of fact.
Here, the Judge has determined that there was 110 want of novelty in the
Plaintiffs' patent, and the real question before us was whether, although the 45
Judge has found that there was invention in what the Plaintiffs did, yet this
Court would differ from him; and it was argued to this extent, that there
really would have been no evidence of invention if the case had been left to a
jury.

Now, whether there is invention or not is, to my mind, clearly a matter of 50
fact, and the evidence before the learned Judge, upon which he acted, was
this, that the prior patents had very nearly resulted in that which, in the
Plainbiffs' patent, was claimed as an improvement, but none of them had
exactly hit the point. Then comes the question of whether that point of
advance beyond the former patents could be said to be matter of invention. 55
Now, before the learned Judge, there was evidence to this effect. The two

* Pyroxyline=celluloid. t See ante, p. 412.
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Plaintiffs were called, and they said that they had seen, before the former
patents existed, things which were equivalent to what the former patents had
done, but that they had not produced the ultimate valuable result; and they
said that they had experimented, in order to find the result which they at last

5 did, on man's occasions; that they had made a series of experiments, and at
last they had discovered that which they patented. There was an expert
gentleman of great experience called, who said that he thought there "vas
invention in the matter; but there was this evidence, which seems to me of
more consequence than all the rest, which was that the former patents had not

10 been taken to by the trade, although they had been in existence for a long time,
'and that the moment this patent came out it was taken to by the trade to a very
large extent. So that the trade, at all events, had come to ,the conclusion that
what had been done before the Plaintiffs' patent was not satisfactory, and that
what was done by that patent was eminently satisfactory.

15 Now, putting these matters together, I cannot myself fail to agree with the
learned Judge that there was invention in this matter. I, for my part, agree
with him. absolutely that there was invention, and I think I should, if I
had been trying the case, have, come to precisely the same conclusion.
I think that he was justified in his judgment, and that the appeal must be

'20 dismissed.
LOPES, L.J.-The learned Judge determined that this patent was novel,

and that it was useful, and I entirely agree with him 'in those respects; but
the main question which we have to consider is whether or not there was any
exercise of the inventive faculties in the production.

25 Now, I cannot help saying that if I had had to try the case myself, I think I
should have come to the conclusion that there was not any exercise of inventive
faculty, having regard to the state of knowledge at the time the patent was
taken out. But what I should have found is not the question. The question is
whether the evidence was such that we should be justified in disturbing the

"30 decision at which the learned Judge has arrived. I do not think we should be
justified, and for this reason. When I come to consider the time that elapsed
before the discovery was made, the number of experiments made by the
Plaintiffs before they arrived at that which was ultimately the subject-matter of
this patent-experiments which, one after another, turned out to be unsuccessful

35 and futile attempts, and that then, at last, after a considerable amount of
experiments, they arrived at that which is the subject-matter of the present
patent; and that there is this, moreover, that, although nothing that had
been patented before had been anything like a success, directly this patent
was placed before the public, it was Jargel~r appreciated and appeared to be

40 a success-a success which was evidenced by the very large patronage which
was accorded to it by the public-I am not prepared, in these circumstances,
to say that the learned Judge was wrong in the conclusion at which he
arrived with regard to the exercise of inventive faculty, although I again
say I think that I should have had myself" great difficulty in arriving at

45 that conclusion. Under these circumstances, I think the appeal should be
dismissed. ·

KAY, L.J.-The form of a patent for improvements, omitting the words
not necessary now to consider, runs thus :--" Whereas A. B. hath by his
"solemn declaration represented unto us that he is in possession of an

50 "invention for improvements in (blank); that he is the true and first
"inventor thereof"; that he has prayed Her Majesty to grant him her
Royal Letters Patent "for the sole use and advantage of his said invention,"
and he has, by his Complete Specification," particularly described the nature
" of his invention," Her Majesty, "being willing to encourage all inventions

55 "which may be for the public good," grants to the Patentee power for a term
of years" to make, use, exercise, anti vend the said invention."

I confess I have listened with the utmost surprise to an attempt to cast doubt
'on the simple proposition that an improvement, in order to be the subject of a
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good patent, must be an invention. Counsel, when pressed, gravely argued
that this doctrine, which is the very essence of the patent law, was only some
ten years old, and had not been confirmed in the House of Lords.

The patent in this case is for "An improvement in eyelets." The Complete
Specification states :-" The eyelets employed for the lacing of boots, corsets 5
"and other articles of dress, and also in various articles of stationery and
" ornament, being made of metal, have to be varnished, japanned, or otherwise
"coated so that the face of the eyelet may present some desired colour or
" appearance; but such coating is apt to become rubbed or broken off, so that
" the metal itself or part of it is presented often with a patchy and objection.. 10
"able appearance. The object of our invention is to provide a permanent
" facing for the flange of an eyelet, this facing being of any desired colour and
" giving a neat finish to the eyelet. For this purpose, instead of varnishing
" or otherwise treating the surface of the metal, we fix on the flange, which is
" the visible part of the eyelet, a casing of celluloid or similar material such as 15
" xylonite, which may be of any desired colour, and which is moulded so as to
" present a neat rounded facing of the flange." Then follows a descriptioll of
the drawing, in which it is stated that the .celluloid "not only covers the face
" of the flange, but also extends round its edge and forms a layer under it,. 2C)" so that it is firmly held upon the flange and cannot be separated from It
" without actual fracture. This encasing of the flange with the celluloid may
" be effected in various ways, which we do not claim," but which the Specifi
cation proceeds to describe. The claim is,-" A metal eyelet having its flange
" embedded in celluloid or like material, forming a facing layer over the flange
" and a fixing layer under the flange, substantially as described." 25

Infringement is not denied, but the defence is that the invention was not
novel; that the difference between this eyelet and what was described in
previous Specifications was so little that it was not an invention. To take the
ordinary test, any skilled workman, having a knowledge of the subject, could,
it was argued, from the previous Specifications, have made the Plaintiffs' eyelet 30
without any exercise of inventive faculty. It follows from the very terms of
the patent that if the improvement involves no invention, it cannot be the
subject of a valid patent. In Blakey v, Latham, in 6th Patent Cases, page 187,
Lord Justice Cotton said, "It was much pressed upon us that Crane v, Price
"laid down this rule--tbat where there was a new manufacture of an article, 35
" useful and better or cheaper, then there was good subject-matter for a patent,
" and that a patent ought to be sustained. Now, of course, in order to determine
, whether this is a new manufacture we must consider what the article is, and

" in order to determine whether it is a new manufacture we must know some-
" thing of the existing knowledge at the time of the date of this patent. In 40
" my opinion, a thing is not to be called new, in the sense of Crane v. Price,
" simply because that particular thing has never been seen before. To be new
" in a patent sense, it is necessary that thenovelty must show invention." The
Court were pressed in that case by the evidence of the large sale of the
Plaintiff's alleged invention, but they declined to treat such evidence as con... 45
elusive 011 the question whether there was sufficient invention to support the
patent, and they relied very strongly on the inconvenience to trade of allowing
monopolies of articles which do not add some new invention to the sum of
existing knowledge.

The alleged anticipations in this case are three Specifications. The first is 50
Joyce's American patent in 1882, which, it is admitted, was published in this
country. He describes a stud for a shoe, round which the shoe-lace is to be
passed-" a metal shank body and back combined, with a head of plastic
" material closed over the edges of the back, whereby it is secured to the back."
The drawing shows a metal tube with a flange at the top, over which the plastic 55
material is fixed above and underneath the flange.

The next is Smidt of 1889, in which Figs. 6 and 7 are eyelets of metal" the
plastic material being applied to the face of the flange, but not tumed j-ound
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the edge to the underside. The same Specification describes hooks ··for lacing,
in which (Fig. 9) the plastic material is fixed all round the upper part of the
hook on both sides-that is, above and below such upper part.

The third is another Specification' of Smidt for studs for lacing, in which,
as in Joyce's, the plastic material envelops the shank at the head of the metal,
being moulded so as to be both above and below.

The only improvement that the Plaintiffs have made is to treat the flange of
the eyelet precisely as Joyce treated the flange of his stud, and as Smidt
treated the upper part of his lacing hook, and also the flange of his stud, namely,

10 by putting the plastic material round the flange-that is, bending it over the
edge and bringing it underneath. The very thing had been described as to
studs and hooks for lacing; and it is a large demand upon one's credulity to
say that there was invention i.n doing this with the flange of an eyelet. The
learned Judge discusses Joyce's patent, and as to Smidt:« patent of 1890, he

15 says, "The evidence satisfied me that it would 110t have conveyed sufficient
" information to enable a workman to have arrived at the Plaintiffs' combina
"tion." And at the close of his very careful judgment, his Lordship says,
" 'l'he real difficulty in this case is caused by Smidt's patent of 1889, and I
"own I have had considerable doubt about it; but I think the weight of

20 "the evidence is to the effect that it is not an anticipation of the particular
" form of combination which the Plaintiffs claim by their patent of 1891. I
"decide, therefore, the question of novelty in their favour, as well as the
" question of ingenuity and utility, and that being so, I give my judgment for
" the Plaintiffs."

25 I have read through the shorthand notes of the evidence since this case was
argued before us. The Plaintiffs' evidence consists largely of the testimony
of the Plaintiffs themselves, and of their patent agent, Mr.lmray, who prepared
the Plaintiffs' Specification. He and the Plaintiffs all say that they were
ignorant of Joyce's and Smidi:» Specifications. Taking each of those Specifi-

30 cations separately, Mr. Imrau says none of them would enable a skilled
workman to make the eyelet which the Plaintiffs have patented. But I cannot
find in that evidence any distinct- statement that if such workman had known
of the mode described of fastening the plastic material to the flange of a stud
or to a hook for lacing, there would be any invention, after Smidt's patent,

35 in doing the same thing for the flange of an eyelet. On the other side, two
expert witnesses, Messrs. Sicinburne and Jackson, say distinctly, that on looking
at the state of knowledge appearing on these prior Specifications, such a
modification of Srnidt's eyelet involved no invention. I observe that in
cross-examining the witnesses, Counsel for the Plaintiffs suggested that it was a

40 matter of common knowledge that a plastic material such as gutta-percha was
attached to the button of a foil, by being moulded round it, on the outer and
inner surfaces. I confess that the Defendant's expert evidence seems to' me
more reasonable and convincing than the Plaintiffs'.

But then great reliance was placed on the Plaintiffs' experiments, extending
45 over some time, before they hit on their present mode of coating the flange of

the eyelet. I think this must be somewhat discounted by the fact that they
were totally ignorant of the prior Specifications, and acted as though they were
the only persons who had ever applied plastic material for such a purpose.

There remains what is, in my opinion, the only cogent evidence in the
50 Plaintiffs' favour in this case. I think it must be taken as proved that Smidt's

eyelet, coated' with celluloid only on the face of the flange, never came into use,
and probably because the celluloid would not adhere by simple cohesion. He
did mobtake the further step of moulding it round and underneath the flange,
and 1 must infer that it did not occur to him to do so. The Plaintiffs' eyelets

55 have had a great success, and are selling by millions. Ought not this evidence
to incline the Court to hold that there was invention in this slight modification?
In cases of doubt the Courts have often accepted this criterion. The improve
ment is very slight. Now it is done, it seems obvious, It is almost impossible
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to believe it involves any invention. The minds of inventors had been engaged
for some time in endeavouring to supply this desideratum of the trade, but this
patent is the first that has succeeded in doing so.

It is, in illy opinion, of the highest importance that trade and commerce
should not be fettered by monopolies not protected by the patent law. That 5
law protects nothing but inventions. I share the doubt which the learned
.T udge expressed, whether there "vas any invention in the Pluintiff's' Improvement.
If I had had to decide this case originally, I should have come to a different
conclusion. He has felt himself constrained by the evidence to hold that there
was some invention ill the Plaintiffs' patent, and having regard to the evidence to
to which I last referred, I must come reluctantly to the conclusion that I onght
not to differ from him.

LONDON:
l~l~INTED FOR HER MAJESTY'S STATIONERY OFFICE,

By DARLING & SON, LTD., 1, 2, 3 & 5, GREAT ST. THOMAS ApOSTLE, E.C
PUBLrsHED A.T THE PATENT OFFICE, 25, SOUTHAMPTON BUILDINGS,

CHANCERY LANE, LONDON, W.C.

1896,
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